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Applicant(s) 


SIMPSON ETAL. 


Art Unit 


Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM 
THE MAILING DATE OF THIS COMMUNICATION. MONTH(S) FROM 


: 

, cause the application to become ABANDONED (35 U.S*C S 133) 



imunication. 


earned patent term adjustment. See 37 CFR 1 704(b) 

Status 

1)D Responsive to communication® filed on . 

2a)D This action is FINAL 2b)E This action is non-final. 

3) D h!? 1 ' appli ^ ation isin condilion fo r allowance except for formal matters, prosecution as to the merits is 
| Disposition of Claims 00 6 m6er Ex P arte 1935 CD. 11. 453 O.G 213 

4) E3 Claim(s) £20 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) MQ is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a) 

1 1) D The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0. 
a)D All b)|3 Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.I3 Certified copies of the priority documents have been received in Application No. 08/703.028 . 

3.Q Copies i of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7 2(a)) 
* See the attached detailed Office action for a list of the certified copies not received. 

1 4) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

, =M^i a) D The ,ranslation of the forei 9" language provisional application has been received 

15) 1*1 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
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DETAILED ACTION 
Double Patenting 

1. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 11 F.3d 1046 29 USP02d 2010 (Fed 

F2H K Trint 88? ' 225 USPQ 645 Cir 1985 '); In re Va » Omm, 686 

?™ \ l U 5 Q?61 (CCPA 1982); In re 422 R2d438 > 164 USPQ 619 (CCPA 

1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 

£™T2?^ termmaI dlsclaimer si g fled W th e assignee must fully comply with 37 
CFR 3.73(b). 

2. Claims 1-20 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-20 of U.S. Patent No. 6,287,706. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
films claimed here are a component of flooring and the prior patent is directed to multilayer 
flooring in which the additional layers rectied are those which are conventionally used in the 
fomation of vinyl flooring. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 USC. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

sliThl^T ? S l bed m f t P f ^ g ? nted ° n m appHcatl0n f0r P atent ^ ^ in the United 

States before the invention thereof by the applicant for patent, or on an international application by another who 

t~;;z^xir mp ^ (1X (2X - d (4) of section 37i(c) of ^ titie *■ — 
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The changes made to 35 U.S. C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-APA 
35U.S.C. 102(e)). 

4. Claims 1-7, 10 and 11-13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Betso et al. (5,576,374). 

5. Betso et al. teach a blend of substantially linear ethylene / alpha olefin copolymer, a 
second olefin polymer, and filler. The substantially linear ethylene / alpha-olefin copolymer is 
made by Dow's constrained geometry catalyst system (column 4, lines 45-57). This corresponds 
to the materials used by applicants. Betso et al. teach that these materials are extruded (column 
9, lines 49+) and recite, "single ply roofing" as one of the forms. While the applicants claim the 
instant materials as being flooring. The examiner takes the position that the single ply roofing 
material taught by the prior art corresponds to the claimed sheet material. The material of the 
prior art has the capability of functioning as a polymeric floor covering and therefore meets the 
applicants' intended us of the material. Regarding the processing conditions, the materials are 
compounded at temperatures above 75 deg C as claimed and can be extruded and formed into 
sheets (single ply roofing). It is understood to those having ordinary skill in the art that the 
extrusion of the polymer mixture would occur at elevated temperatures and that the formed sheet 
would be hot when it comes out of the extruder and then would cool. It would be very difficult if 
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not impossible to form a sheet out of the compositon without melting the composition and then 
cooling it after the sheet was formed. 


Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U S C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 

Z St 1° iT ? 'n ^rr 3 ^ ** SUbjeCt matter **& to be P atelted *e pnor art ar" 
ZiTH ^K^"? " » wh ° le would have been obvious at the time the mvenuon was madeto a person 
havmg ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. y 

7. Claims 1-7, 10-16, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thompson (5,366,779) in view of Lai et al. (5,272,236). 

8. Thompson teaches flooring materials, which comprise fillers, tar, and polyethylene 
(claims 1 and 2). The tar material would function as a plasticizer. However, while Thompson 
generally suggests the use of polyethylene materials, there is no specific mention of narrow 
molecular weight polyethylene materials made by single site catalysis or the use of foamed 
layers. 

9. Lai et al. teach narrow molecular weight, substantially linear, single site catalyzed 
ethylene / alpha olefin copolymers (polyethylene) which have improved processability and Dart 
impact strength over conventional polyethylene (see column 2, lines 1 1-50, and column 21). 

10. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have selected the polyethylene materials produced by Lai et al. for use in 
the flooring taught by Thompson et al. in order to produce materials having improved 
processability and Dart impact strength. 
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11. It would have been obvious to one having ordinary skill in the art at the toe the 
invention was made to have focluded a calendaring step in the formation of the sheets taught by 
Thompson el al. in order to product, more even smoother coating. 

12. Chums 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Betso e. al. 
(5,576,374). 

13. Betso e, al. are silent regarding the processing c„ ndition used t0 make ^ 
(column 9, lines 38-53); however, rhe materials are componnded a, a remperalure above 75 deg 
C as claimed. Regarding the limitation that the compounding / melting poin, is done without 
degradation of the mixture, i, would have been obvious to one having ordinary skill in the art at 
the time the invention was made .„ have chosen the prooessmg temperature such mat the 
polymers did no, degrade since degrading the polymers during processing would produce a 
product with inferior / degraded properties. 

Regarding the limitation that the mixture is formed into a sheet and then allowed to cool. 
Betso et al. teach that the sheet structures such as roofing membranes are produced and teach that 
extrusion may be use to form articles. The examiner takes the position that following the 
formation of sheets by extrusion of hot polymer blend, the sheet would cool as claimed. 

The polymer compositon may contain processing additives such as anti-block additives. 

Conclusion 

14. The prior art made of record and no, relied upon is considered pertinent to applicant's 
disclosure. The examiner cites Simpson et al. (6,337,126). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to D. Lawrence Tarazano whose telephone number is (703)-308- 
2379. The examiner can normally be reached on 8:30 to 6:00 (offevery other Friday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul J Thibodeau can be reached on (703)-309-2367. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703)-872-93 10 for regular 
communications and (703)-872-93 1 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703)-308-0661. 


D. Lawrence Tarazano 
Primary Examiner 
Art Unit 1773 

dlt 

May 30, 2003 



